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DETAILED ACTION 
Response to Amendment 

1 . This communication is in response to applicant's amendment filed September 22, 2004. 
Claims 1-5 are pending. 

Claim Objections 

2. Claim 2 is objected to because of the following informalities: in line 1, "associated called 
ID" should be changed to - -associated caller ID- -. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

3. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by Oyama et al (US 
Patent No. 6,108,329). Hereinafter, referred to as Oyama. 
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With respect to claim 1, Oyama discloses (col. 6, line 53 - col. 7, line 6) that in receipt of 
the call approval, the terminal Til gives a desired destination address such as terminal T21 
(initiating an Internet voice call to a called device). The server S21 of the computer network 
NET21 dials the telephone number of the terminal T21 obtained from the database DB21 to call 
up the terminal T21. Herein, the server S21 already determined that the terminal T21 is off-line, 
otherwise, it would not dialed the terminal T21 (determining whether the called device is already 
connected to the Internet and initiating a PSTN telephone call to the called device if the called 
device is not already connected to the Internet). Oyama discloses in Fig. 1 IB, the destination 
terminal obtains information on the origination terminal ST23. Wherein, the information on the 
source terminals (col. 9, lines 41-44) that may include names of the source terminals (caller ID 
information), dates, etc. . .(initiating the PSTN call with associated caller ID information). 
Oyama discloses in Fig. 1 IB, that the communication through the Internet is established in ST28 
after obtaining and viewing the information on the origination terminal (connecting the called 
device to the Internet in response to the associated caller ID information). 

With respect to claim 2, Oyama discloses (col. 9, lines 41-44) that the information on 
source terminals may include names of the source terminals, countries of the source terminals, 
dates and times of dispatch, dates and times of arrival, and so forth (wherein the associated called 
ID information is a predetermined caller ID number). 

With respect to claim 3, Oyama discloses (col. 6, line 53 - col. 7, line 6) that in receipt of 
the call approval, the terminal Til gives a desired destination address such as terminal T21 
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(initiating an Internet voice call to a called device). The server S21 of the computer network 
NET21 dials the telephone number of the terminal T21 obtained from the database DB21 to call 
up the terminal T21. Herein, the server S21 already determined that the terminal T21 is off-line, 
otherwise, it would not dialed the terminal T21 (determining whether the called device is already 
connected to the Internet and initiating a PSTN telephone call to the called device if the called 
device is not already connected to the Internet). Oyama discloses (col. 8, lines 56-58) that a call 
through the modem and a call through a usual telephone can be discriminated by receiving a 
European calling tone from a server (initiating a PSTN telephone call with a distinctive ringing 
pattern). Oyama discloses (col. 9, lines 20-25) that if the call is determined to be from an 
acceptable terminal, it is judged whether the handset is picked up and communication is started 
within a predetermined time (connecting the called device to the IP network in response to the 
distinctive ringing pattern). 

With respect to claim 4, Oyama discloses (col 8, lines 56-58) that a call through the 
modem and a call through a usual telephone can be discriminated by receiving a European 
calling tone from a server (wherein the distinctive ringing pattern is different from the ringing 
pattern of a regular PSTN telephone call). 

With respect to claim 5, Oyama discloses in Fig. 5, that the server determines PPP 
connection IP address and notifies IP address to the origination terminal, if necessary ST4. This 
implies that the destination terminal is already connected to the Internet, the communication can 
start right away (receiving an EP voice call through an IP network, if the receiving device is 



Application/Control Number: 09/582,402 Page 5 

Art Unit: 2667 

connected to the IP network). Oyama discloses in Fig. 1 IB, the destination terminal obtains 
information on the origination terminal ST23. Wherein, the information on the source terminals 
(col. 9, lines 41-44) that may include names of the source terminals (caller ID information), 
dates, etc. . .(initiating the PSTN call with associated caller ED information) (receiving a PSTN 
telephone call with comprising caller ID information through a PSTN line). Oyama discloses in 
Fig. 12 that whether the information on the originating terminal should be rejected based on 
comparison (comparing the received caller ID information with a predetermined caller ID 
information, when caller ID information is received), Oyama discloses in Fig. 1 IB, that the 
communication through the Internet is established in ST28 after obtaining and viewing the 
information on the origination terminal (connecting through the IP network to establish the IP 
voice call in response to the- received caller ID information that matches with the predetermined 
caller ID information). 

Response to Arguments 

4. Applicant's arguments with respect to claims 1-5 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anh-Vu H Ly whose telephone number is 571-272-3175. The 
examiner can normally be reached on Monday-Friday 7:00am - 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chi Pham can be reached on 571-272-3179. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 



system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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